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Office Action Summary 



Application No. 

09/923,407 
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"^fc^pplicant(sj ' 

BISSONNETTE ET AL 




A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE J MONTH(S) FROM 

after SIX (6) MONTHS from the mailing date of this communication. M ,it nrv minimum of thirty (30) days will be considered timely. 

K the period for reply specified above is less than thirty (30) days, a reply wrthm the statu ^J^*Jg^' tol *"th8 mailing date of this communication. 
. If NO period for reply is'specified above the ™" (35 U.S.C. § 133). 

earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

Responsive to communication® filed on 13 September 2002 . 
2a)Q This action is FINAL. 2b)E This action is non-final. 

3) D Since this application is in condition for allowance ""g^^™** 7£oGW * ^ ' 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 4W u.o. 

Disposition of Claims 

4) ^ Claim(s) £25 is/are pending in the application. 

4a) Of the above claim(s) 4 and 12-25 is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

Q)M Claim(s) 1-3 and 5-11 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

1 0) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

11) D The proposed drawing correction filed on is: a)D approved b)D disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) D The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§119 and 120 

13) D Acknowledgment is made of a claim forforeign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 

a)DAll b)D Some*c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2 D Certified copies of the priority documents have been received in Application No. . 

3 □ Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)) 

* See the attached detailed Office action for a list of the certified cop.es not received. 

14) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 1 9(e) (to a provisional applicafion). 
a) □ The translation of the foreign language provisional application has been received. 

15) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121. 

Attachment(s) 

1) Notice of References Cited (PTO-892) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) 

3) E3 Information Disclosure Statement(s) (PTO-1449) Paper No(s) 2 . 



4) □ Interview Summary (PTO-41 3) Paper No(s). 

5) □ Notice of Informal Patent Application (PTO-1 52) 

6) Q Other: 
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Application/Control Number: 09/923,407 
Art Unit: 1712 

This application contains claims directed to the following patentably distinct species of 
the claimed invention: various compositions. 

Applicant is required under 35 U.S.C. 121 to elect a single disclosed species for 
prosecution on the merits to which the claims shall be restricted if no generic claim is finally 
held to be allowable. Currently, claims 1 and 8-1 1 are generic. 

Applicant is advised that a reply to this requirement must include an identification of the 
species that is elected consonant with this requirement, and a listing of all claims readable 
thereon, including any claims subsequently added. An argument that a claim is allowable or that 
all claims are generic is considered nonresponsive unless accompanied by an election. 

Upon the allowance of a generic claim, applicant will be entitled to consideration of 
claims to additional species which are written in dependent form or otherwise include all the 
limitations of an allowed generic claim as provided by 37 CFR 1.141. If claims are added after 
the election, applicant must indicate which are readable upon the elected species. MPEP § 
809.02(a). 

Should applicant traverse on the ground that the species are not patentably distinct, 
applicant should submit evidence or identify such evidence now of record showing the species to 
be obvious variants or clearly admit on the record that this is the case. In either instance, if the 
examiner finds one of the inventions unpatentable over the prior art, the evidence or admission 
may be used in a rejection under 35 U.S.C. 103(a) of the other invention. 

Elect a single ultimate composition. Examples of a proper are: 
Polybutadiene + polyisoprene 



Page 2 



Page 3 

Application/Control Number: 09/923,407 
Art Unit: 1712 

Or 

Polybutadiene + nanoparticles 
Or 

Cis polybutadiene + transpolybutadiene 
Or 

Cis polybutadiene + transpolybutadiene + nanoparticles 

ab ove restriction requirement, bu, did no, resuL in an election being made. 

„ „ M was received that elected'the composition ot 
Subsequent to the telephone call, paper #4 was received 

• , rwm, 1 3 and 5-1 1 are believed to read on the elected 
polybutadiene + nanoparticles. Claims 1-3 and 

composition of polybutadiene + nano particles. 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

assssssKSsr-— 

• •• -«f«HSC 103(a) which forms the basis for all 
The following is a quotation of 35 U.i.i- 'W 

obviousnessrejectionssetforthinthisOfficeaction: 

manner in which the invention was made. 

uo n fxs n S C 102 that form the 
The following is a quotation of the appropriate paragraphs of 35 U.S.C, 

basis for the rejections under this section made in this Office action: . 

A person shall be entitled to a patent unless - 
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(e) the invention was described in- 

(1) an application for patent, published under section 122(b), by another filed in the United States before the 
invention by the applicant for patent, except that an international application filed under the treaty defined in 
section 351(a) shall have the effect under this subsection of a national application published under section 122(b) 
only if the international application designating the United States was published under Article 21(2)(a) of such 
treaty in the English language; or 

(2) a patent granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that a patent shall not be deemed filed in the United States for the purposes of this 
subsection based on the filing of an international application filed under the treaty defined in section 351(a). 

Claims 1-3 and 5-9 are rejected under 35 U.S.C. 102(b) as anticipated by or, in the 
alternative, under 35 U.S.C. 103(a) as obvious over the J 030106380 Patent. 

The reference is believed to exemplify (#5-8) golf ball cores of polybutadiene and aerosil 
200. Aerosil 200 is silica with a size of 12 nm (see col. 13, line 43 of Katayama). At least one 
of the polybutadienes has a Mw/Mn under 3 and a mw > 200,000 (see table 1). 

Claims 1-3 and 5-9 rejected under 35 U.S.C. 102(b) as anticipated by or, in the 
alternative, under 35 U.S.C. 103(a) as obvious over the Sullivan '637 Patent. 

Sullivan utilizes silica in golf ball cores. The silica preferably has a size of 2000-6200 
nm (col. 4, line 38). The core typically uses BR-1220 as the rubber (see examples). This rubber 
inherently has the required MW and polydisperity (see table 2 of Nesbitt '302). 

Claims 1-3 and 5-7 are rejected under 35 U.S.C. 102(b) as anticipated by or, in the 
alternative, under 35 U.S.C. 103(a) as obvious over the Walker '272 Patent. 

Walker forms golf balls from butadiene and Hi Sil 233. Hi Sil 233 is a silica with a size 
of 20nm see (Absil col. 10, line 46-49). 

Claims 1-3 and 5-10 are rejected under 35 U.S.C. 102(b) as anticipated by or, in the 
alternative, under 35 U.S.C. 103(a) as obvious over the Schweiker '238 Patent. 
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Schweiker exemplifies polybutadiene compositions containing Hi Sil 215. Hi Sil 215 in 
silica with a size of 2 nm (see Kuan col. 16, line 50). The composition can be used in the core or 
cover (col. 3, line 18). 

Claims 1-3, 5, 8 and 1 1 are rejected under 35 U.S.C. 102(b) as anticipated by or, in the 
alternative, under 35 U.S.C. 103(a) as obvious over the Ihara Patent. 

Ihara exemplifies golf ball thread (col. 5, line 31) of polybutadiene, natural rubber and 

ZnO. 

Claims 1-3, 5, 8 and 10 are rejected under 35 U.S.C. 102(b) as anticipated by or, in the 
alternative, under 35 U.S.C. 103(a) as obvious over the Dalton EP 613700 P f atent. 

Dalton forms golf balls covers of balata and polybutadiene (examples 26-28). 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to David Buttner whose telephone number is 703-308-2403. The 
examiner can normally be reached on weekdays from 10:00 am to 5.00pm. , 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Robert Dawson can be reached on 703-308-2340. The fax phone numbers for the 
organization where this application or proceeding is assigned are 703-872-93 10 for regular 
communications and 703-872-93 1 1 for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is 703-308-0661. 




Examiner Buttner/ng 
November 8, 2002 




